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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS

TYLER DIVISION

MOSAID TECHNOLOGIES, INC. §
§

Plaintiff §
§

vs. §
§

INFINEON TECHNOLOGIES NORTH §
AMERICA CORPORATION, ET AL. §

§
Defendant §

CASE NO.  6:05CV120
PATENT CASE

MEMORANDUM OPINION AND ORDER

Before the Court are Defendant’s Motion to Change Venue (Docket No. 21) and Plaintiff’s

Motion to Strike (Docket No. 38).  Having considered the parties’ written submissions, the Court

DENIES Defendant’s motion to change venue and DENIES Plaintiff’s motion to strike.

BACKGROUND

In December 2002, Infineon brought a declaratory judgment action against Mosaid in the

Northern District of California for a finding of non-infringement and invalidity of seven Mosaid

patents.  Mosaid counterclaimed for infringement and added three more patents to the litigation.  One

of these additional patents, U.S. Patent No. 6,067,272 (the “‘272 patent”) is a predecessor of U.S.

Patent No. 6,657,919 (the “‘919 patent”), which is asserted in this case.  In August of 2003, the

Multidistrict Litigation Panel consolidated the California action with a New Jersey case that involved

the same patents but different alleged infringers.  The New Jersey court conducted all pretrial

proceedings for the actions although the New Jersey case eventually settled.  The New Jersey court

construed the patents’ claims and entered summary judgment of non-infringement in favor of
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Infineon on six of the seven patents and on certain damages issues.  Mosaid dismissed the ‘272

patent from the California action, and according to Mosaid none of the claim construction or

summary judgment proceedings involved the ‘272 patent.  The California action was then remanded

back to the Northern District of California where it is currently awaiting trial.  Infineon argues that

this case and the original California action involve the same parties, technology, and closely related

patents and therefore, in the interests of judicial economy and convenience, the Court should transfer

this case to the Northern District of California for consolidation or coordination with the California

action.  

APPLICABLE LAW

“For the convenience of parties and witnesses, in the interest of justice, a district court may

transfer any civil action to any other district or division where it might have been brought.”  28

U.S.C. § 1404(a).  The first determination to be made under 28 U.S.C. § 1404(a) is whether the

claim could have been filed in the judicial district to which transfer is sought.  In re Volkswagen AG,

371 F.3d 201, 203 (5th Cir. 2004).   If so, under section 1404(a), a court examines “the convenience

of the parties and witnesses.”  Id.  The convenience determination involves examining several

private and public interest factors, none of which are given dispositive weight.  Id.  The private

factors include: (1) the relative ease of access to sources of proof; (2) the availability of the

compulsory process to secure witnesses’ attendance; (3) the willing witnesses’ cost of attendance;

and (4) all other practical problems that make the case’s trial easy, expeditious, and inexpensive.

Id.  The public factors include: (1) the administrative difficulties flowing from court congestion; (2)

the local interest in having local issues decided at home; (3) the forum’s familiarity with the

governing law; and (4) the avoidance of unnecessary conflict of law problems involving foreign
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law’s application.  Id.  A court should also consider the plaintiff’s forum choice, but the plaintiff’s

forum choice by itself is not conclusive or determinative.  In re Horseshoe Entm’t, 337 F.3d 429, 434

(5th Cir. 2003); Z-TEL Communications, Inc. v. SBC Communications, Inc., 331 F. Supp. 2d 567,

571 (E.D. Tex. 2004) (Folsom, J.).  A court must consider these factors in light of all the claims

alleged in the case and not restrict its analysis to only the plaintiff’s claims.  In re Volkswagen, 371

F.3d at 204.

MOTION TO CHANGE VENUE

Mosaid does not dispute, and the Court agrees, that this action could have been brought in

the Northern District of California.  While a court should consider the plaintiff’s forum choice, it is

not by itself conclusive or determinative.  In re Horseshoe Entm’t, 337 F.3d 429, 434 (5th Cir.

2003); Z-TEL Communications, Inc. v. SBC Communications, Inc., 331 F. Supp. 2d 567, 571 (E.D.

Tex. 2004)(Folsom, J.).  The plaintiff's choice of forum is nonetheless entitled to some deference.

See, e.g., Mohamed v. Mazda Motor Corp., 90 F. Supp. 2d 757, 771-74 (E.D. Tex. 2000) (Heartfield,

J.). 

1. Private interest factors

a. Relative ease of access to sources of proof

Infineon North America is a Delaware corporation with a principal place of business in San

Jose, California, which is in the Northern District of California.  Infineon also has offices in Austin,

Houston, and Dallas.  Mosaid has also brought this suit against three other Infineon entities, which

are based in Delaware, Virginia, and Germany.  Infineon argues that its witnesses who travel to

California for trial will have the convenience of being able to perform their business duties from

Infineon’s California office.  Infineon contends that, since its headquarters are in San Jose, California
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and Mosaid’s only corporate office in the United States is in Santa Clara, California, the bulk of

documents relevant to this litigation and already in the United States are in the Northern District of

California.  Infineon also argues that many of its third-party licensees, whose documents will likely

be relevant to damage computations, are located in the Northern District of California.  

Mosaid is an Ontario corporation with its principal place of business in Ontario, but as

Mosaid chose to bring suit here, the Court assumes this is a convenient forum for Mosaid.  Typically,

documents and other records are easily transportable in paper or electronic form. To the extent

transfer would only serve to shift the burden of location from Infineon to Mosaid, transfer is not

appropriate.  To the extent that transfer would be more convenient for Infineon’s third-party

licensees, this factor favors transfer.

b. Availability of the compulsory process

Infineon also argues that its third-party licensees’ representatives can be compelled to appear

in California, but are outside of this Court’s subpoena power.  Infineon also contends that third-party

witnesses who are likely to testify about industry standards are located in California and subject to

that court’s subpoena power.  To this extent, this factor favors transfer.  

c. Willing witness’s costs of attendance

Because Infineon is based in California, it will be less expensive for Infineon to defend and

produce its California-based witnesses in California.  Beyond that, there is no evidence that it would

be less expensive for witnesses to attend trial in California.  Therefore, this factor only slightly favors

transfer.

d. All other practical problems

Besides the issues discussed elsewhere, the parties have not raised any other practical
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problems as to venue in the Eastern District of Texas.

2. Public interest factors

a. Administrative difficulties flowing from court congestion

This case is set for jury trial on October 10, 2006.  Mosaid argues that if this case is

transferred to California, it will be highly unlikely to go to trial in October 2006.  Infineon states that

it is willing to consent to entry of this Court’s scheduling order in the California court, but that

gesture assumes the California court can accommodate this Court’s schedule.  Mosaid points out that

during the last three years, cases in the Eastern District of Texas have gone to trial ten months sooner

than those in the Northern District of California.  Accordingly, this factor weighs against transfer.

b. Localized interests in resolving localized controversies

A plaintiff holding all substantial rights in a patent may bring its action in any district where

the alleged infringement occurred.  See Beam Laser Sys. Inc. v. Cox Communications, Inc., 117 F.

Supp. 2d 515, 518-519 (E.D. Va. 2000) (finding that the “nationwide character of the alleged

infringement does not diminish [plaintiff’s] choice of Virginia as its forum, however: If there is no

center of infringement activity in a particular case, then, as long as the plaintiff brings its action in

a forum where the alleged infringement is occurring, that choice should not be undermined by

allegations that infringing activities occur throughout the country.); see also 28 U.S.C. § 1400(b).

The allegedly-infringing goods were sold in the Eastern District of Texas, and thus the Eastern

District has an interest is resolving the controversy.  Therefore this factor weighs against transfer.

c. Forum’s familiarity with the law

Both courts are equally capable of applying federal law, but Infineon asserts that the

California court is more familiar with the technology through the pending California action.  Infineon
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also contends  that the California action and this case involve overlapping damage issues.  Infineon

argues that maintaining this action here could result in overlapping judgments, which risks

inconsistent results.  Mosaid argues that although both cases involve dynamic random access

memory (“DRAM”) products, the specific technologies relevant to the California action and this

action are not so similar that transferring this case would benefit judicial economy.  Mosaid also

disputes whether the damage issues will overlap because different patents are involved in the two

cases.

From this Court’s perspective, the California court is not so familiar with the technology in

the California action that judicial economy favors transferring this case.  Although the California

action was originally filed in California, pretrial proceedings, including the Markman hearing and

summary judgment proceedings, were preformed by the New Jersey court.  This considerably lessens

the California court’s familiarity with the technology.  Although the California court will gain some

familiarity with DRAM technology during trial, Mosaid has informed the Court that it intends to

seek permission to appeal the New Jersey court’s summary judgment ruling and stay the California

action pending that appeal. Thus, there is no guarantee that the California action will be tried first.

Further, even if the Court did transfer this case to California, two juries would still need to be taught

the technology because the cases’ disparate schedules prevent them from being tried together.

Accordingly, even if the relevant technology is similar, which the Court is not convinced is the case,

the judicial economy that might be gained by transfer is minimal.  

Infineon’s concern of overlapping damage issues and double recovery does not merit transfer.

Different patents are being litigated in the two cases, and, thus, the damages are unlikely to be for

the same harm.  In the event that the possibility of double recovery does arise, either court would be
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equally able to deal with that contingency.

d. Conflict of laws

This is a patent infringement action arising under federal  patent laws, which on substantive

patent matters is uniform in all circuits.  There are no potential conflict of law problems.

Accordingly, this factor does not favor transfer.

3. Conclusion

The considerations that support transfer do so only minimally.  Although there may be some

witnesses that would be subject to compulsory attendance by a California court, it is unclear whether

they would be unwilling to travel to the Eastern District of Texas for trial and whether their live

testimony would actually be necessary.  While California may be a much more convenient forum for

Infineon than the Eastern District, Infineon’s convenience does not outweigh Mosaid’s choice of

forum.  Finally, given that pretrial matters in the California action were addressed by the New Jersey

court, the California court’s rudimentary familiarity with the technology does not strongly support

transfer in the interest of judicial economy.  

This case is distinguishable from others where this Court transferred an infringement suit

based on a court’s prior familiarity with the litigation.  In Logan, the Houston court had already

construed the patent at issue.  Logan v. Hormel Foods Corp., Case No. 6:04-cv-211, Docket No. 25

(E.D. Tex. Aug. 25, 2004) (Davis, J.).  Infineon argues that, similar to Logan, the ‘919 patent has

an incredible prosecution history.  But, the California court did not construe the ‘272 patent, the ‘919

patent’s predecessor, and, according to Mosaid, neither did the New Jersey court.  Thus, neither the

California court nor this Court is in a better position to address the ‘919 patent and its prosecution

history.  Accordingly, Infineon has not met its burden to show that transfer to California is
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warranted.  

MOTION TO STRIKE

Mosaid moves to strike Infineon’s reply to Infineon’s motion to change venue because

Infineon’s reply exceeded the page limitations.  Prior to filing its reply, Infineon filed an unopposed

motion to exceed page limits.  In its motion, Infineon recognized that the local rules require a reply

brief to be no more than five pages, including any attachments.  Infineon requested that the Court

allow it to file a fifteen-page reply, which Infineon stated was attached as Exhibit A to its motion.

Exhibit A, Infineon’s reply brief,  was not attached to the motion, but instead was filed as a separate

docket entry.  Despite this, the Court took Infineon at its word and granted Infineon’s request.

Infineon’s reply brief was not fifteen pages as it had claimed.  The brief was just over fifteen pages

in substance and included 171 pages of exhibits.  

Infineon defends its filing by stating that the Court’s order provided that Infineon “is allowed

to exceed the page limits for its Reply in Support of Motion for Change of Venue” apparently

attempting to claim the Court’s order did not limit the length of Infineon’s reply brief.  Infineon also

argues that Mosaid already had most of the documents attached as exhibits.  While the documents

may not have been new to Mosaid, they were new to the Court and far exceeded the Court’s leave.

Infineon’s argument that the Court’s order did not limit the number of pages in Infineon’s reply brief

is disingenuous.  First, Infineon’s motion clearly stated that Infineon recognized that reply-brief page

limits include exhibits and that Infineon sought “leave to file a 15-page reply.”  Second, Infineon

drafted the apparently ambiguous order on which it now relies.  

Infineon misrepresented itself to the Court, and the Court takes Infineon’s misrepresentation

very seriously.  Although the Court denies Mosaid’s motion to strike, the Court warns Infineon that
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any lack of forthrightness in the future will not be tolerated.

CONCLUSION

Infineon has not shown that the convenience of the parties and witnesses and the interests of

justice warrant a transfer to the Northern District of California.  Accordingly, the Court DENIES

Infineon’s motion.  Although the Court does not condone Infineon’s behavior in filing its reply brief,

the Court also DENIES Mosaid’s motion to strike.
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