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IN THE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

MOSAID Technologies Inc.

Plaintiff,
V.

INFINEON TECHNOLOGIES NORTH :
AMERICA CORP,, : Civil Action No. 6:05CV120

INFINEON TECHNOLOGIES AG, MOSAID’SREPLY TO INFINEON’S
: COUNTERCLAIMS

INFINEON TECHNOLOGIES HOLDING :

NORTH AMERICA INC., and : JURY TRIAL DEMANDED

INFINEON TECHNOLOGIES RICHMOND LP,

Defendants.

MOSAID’'SREPLY TO INFINEON'SCOUNTERCLAIMS

Plaintiff MOSAID Technologies Incorporated ("MOSAID") as and for its Reply to the
Counterclaims of Defendants Infineon Technologies North America Corp., Infineon
Technologies AG, Infineon Technologies Holding North America Corp. and Infineon
Technologies Richmond, LP (collectively referred to herein as "Infineon") states as follows:

1. MOSAID states that the allegations of Paragraph 1 of the Counterclaims are not
subject to denial or admission.

2. MOSAID admits that Infineon purports to seek a declaration of non-infringement,
invalidity, unenforceability, and/or license of all claims of the patents-in-suit brought pursuant to
the Federal Declaratory Judgment Act and 28 U.S.C. 88 1331 and 1338, but MOSAID denies
that Infineon has good and sufficient bases for these claims. Except as so admitted, MOSAID

denies the remaining alegations of Paragraph 2 of the Counterclaims.
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3. MOSAID admits the allegations of Paragraph 3 of the Counterclaims.

4, MOSAID admits that this Court has personal jurisdiction over MOSAID for
purposes of Infineon’s counterclaims, but otherwise denies the allegations of Paragraph 4 of the
Counterclaims.

5. MOSAID admits the allegations of Paragraph 5 of the Counterclaims.

6. MOSAID admits the allegations of Paragraph 6 of the Counterclaims.

7. In response to the allegations of Paragraph 7 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a compl ete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID denies all contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees obligations.

8. In response to the allegations of Paragraph 8 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a complete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID deniesall contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees' obligations.

0. In response to the allegations of Paragraph 9 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and

matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
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a complete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID denies al contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees obligations.

10. In response to the allegations of Paragraph 10 of the Counterclaims, MOSAID
admits that some meetings of JEDEC's committees and subcommittees were opened with various
statements, not all of which were identical, which at times related to the subjects referenced in
this paragraph. Except as so admitted, MOSAID denies the remaining allegations of Paragraph
10 of the Counterclaims.

11. In response to the allegations of Paragraph 11 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a compl ete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID deniesal contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees' obligations.

12. In response to the allegations of Paragraph 12 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a complete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID denies al contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or

JEDEC members or attendees' obligations.
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13. In response to the allegations of Paragraph 13 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a compl ete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID denies al contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees obligations.

14. In response to the allegations of Paragraph 14 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a compl ete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID denies all contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees' obligations.

15. In response to the allegations of Paragraph 15 of the Counterclaims, MOSAID
admits that JEDEC rules and procedures and/or the JEDEC Manual address the subjects and
matters partially quoted or paraphrased in this paragraph. MOSAID denies that this paragraph is
a complete statement of the relevant JEDEC rules or procedures, or relevant contents of the
JEDEC Manual. MOSAID deniesall contents of this paragraph that are Infineon's
characterization of JEDEC rules or procedures or the JEDEC Manual, or of MOSAID's or
JEDEC members or attendees' obligations.

16. MOSAID admits the allegations of Paragraph 16 of the Counterclaims.
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17. MOSAID deniesthat virtually all leading memory designers, manufacturers, and
user were members of JC-42.3 and, on that basis, denies the allegations of Paragraph 17 of the
Counterclaims.

18. MOSAID deniesthat a standard specific to DDR SDRAM requires the use of a
DLL to resolve clock skew and, on that basis, denies the allegations of Paragraph 18 of the
Counterclaims.

19. MOSAID denies that JEDEC presentations generally were accompanied by
written materials that were reproduced and attached to the official meeting minutes and, on that
basis, denies the allegations of Paragraph 19 of the Counterclaims.

20. MOSAID admits the allegations of Paragraph 20 of the Counterclaims.

21.  MOSAID admitsthat U.S. Patent No. 5,796,673 ("the '673 patent") is titled
"Delay Locked Loop Implementation In A Synchronous Dynamic Random Access Memory,"
that the U.S. filing date for the application resulting in the '673 patent, U.S. Patent Application
08/319,042, is October 6, 1994, and that the '673 patent issued in the U.S. on August 18, 1998.
Except as so admitted, MOSAID denies the remaining allegations of Paragraph 21 of the
Counterclaims.

22. MOSAID admits the allegations of Paragraph 22 of the Counterclaims.

23. MOSAID admitsthat it was involved in JC-42 and its standardization work
through the participation of MOSAID employees Graham Allan, Richard Foss, and others until
2002 when MOSAID withdrew from JEDEC. Except as so admitted, MOSAID deniesthe
remaining allegations of Paragraph 23 of the Counterclaims.

24. MOSAID admits that it was a member of JEDEC until 2002, with all the rights

and responsibilities attendant thereto pursuant to the rules and policies governing JEDEC.
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Except as so admitted, MOSAID denies the remaining allegations of Paragraph 24 of the
Counterclaims.

25. MOSAID admitsthat it disclosed to JEDEC that it filed the '042 patent
application. MOSAID also admitsthat at a JC-42.3 meeting, it presented the results of the
SDRAM Feature Survey Ballot. Further, MOSAID admits that it made statements to JEDEC
regarding the subjects and matters referenced in Paragraph 25 of the Counterclaims, but denies
that this paragraph completely sets forth MOSAID's statements. Except as so admitted,
MOSAID denies the remaining allegations of Paragraph 25 of the Counterclaims.

26. MOSAID admits that in or about September 1998, it disclosed to JEDEC that the
'673 patent had granted and that on or about December 7, 1998, the '673 patent appeared on the
patent watch list. MOSAID aso admits that on December 22, 1997, it filed a continuation
application of the '042 patent application, U.S. Patent Application 08/996,095, entitled "Delayed
Locked Loop Implementation In A Synchronous Dynamic Random Access Memory," which
issued as U.S. Patent No. 6,067,272 (the ‘ 272 patent). MOSAID denies the allegations regarding
the scope of patent claims because some claims of the ‘272 patent are broader and some are
narrower than the claims of the ‘673 patent. MOSAID admitsthat it subsequently filed a series
of continuation applications, including U.S. Patent Application 10/348,062. Except as so
admitted, MOSAID denies the remaining allegations of Paragraph 26 of the Counterclaims.

27. MOSAID admits the allegations of Paragraph 27 of the Counterclaims.

28. In response to the allegations of Paragraph 28 of the Counterclaims, MOSAID
admits that MOSAID’ s general counsel sent aletter to JEDEC stating in part that it was willing
to license the * 673 patent under reasonable terms and conditions that are demonstrably free of

unfair discrimination, but otherwise denies the remaining allegations of Paragraph 28 of the
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Counterclaims.

29. In response to the allegations of Paragraph 29 of the Counterclaims, MOSAID
states that what the letter conveyed to readers was the content of the letter which speaks for
itself, but otherwise denies the remaining allegations of Paragraph 29 of the Counterclaims.

30. MOSAID states that the alegations contained in Paragraph 30 are speculative and
hypothetical and, on that basis, denies the allegations contained therein.

31 MOSAID iswithout knowledge or information sufficient to form a belief asto the
truth of the allegations contained in Paragraph 31 of the Counterclaims and, on that basis, denies
the allegations contained therein.

32. In response to the allegations of Paragraph 32 of the Counterclaims, MOSAID
admits that it has granted licenses under its patent portfolio, including the '919 patent, to multiple
DRAM manufacturers. MOSAID also admits that it has sued Infineon for infringement of the
'919 patent. Except as so admitted, on information and belief, MOSAID denies the remaining
allegations of Paragraph 32 of the Counterclaims, in part, because the phrase "terms and
conditions that exceed what MOSAID has requested of various other licensees" is ambiguous.

COUNT |
(Declaratory Judgment Action for Declaration of Noninfringement, I nvalidity,
Unenfor ceability and License of U.S. Patent No 6,657,919)

33. MOSAID responds to Paragraph 33 of the Counterclaims by incorporating by
reference its responses to Paragraphs 1 through 32 above.

34. MOSAID admits the allegations of Paragraph 34 of the Counterclaims.

35. MOSAID deniesthe allegations of Paragraph 35 of the Counterclaims,

36. MOSAID deniesthe allegations of Paragraph 36 of the Counterclaims,
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37. MOSAID denies that an actual and justiciable controversy exists between
Infineon and MOSAID regarding unenforceability and, on that basis, denies the allegations of
Paragraph 37 of the Counterclaims.

38. MOSAID deniesthe allegations of Paragraph 38 of the Counterclaims,

39. MOSAID deniesthe allegations of Paragraph 39 of the Counterclaims,

40. MOSAID deniesthe allegations of Paragraph 40 of the Counterclaims,

COUNT 11
(Breach of Contract)

41. MOSAID respondsto Paragraph 41 of the Counterclaims by incorporating by
reference its responses to Paragraphs 1 through 32 above.

42. MOSAID admits that it has the capacity to enter into contracts. Except as so
admitted, on information and belief, MOSAID denies the remaining allegations of Paragraph 42
of the Counterclaims.

43. MOSAID admitsthat it regularly attended and participated in JEDEC meetings
until 2002, including meetings relating to at various times DLL technology and the SDRAM
standard. Except as so admitted, MOSAID denies the remaining allegations of Paragraph 43 of
the Counterclaims.

44, MOSAID admits that it offered to license patents including the * 919 and * 673
patents to JEDEC members. Except as so admitted, MOSAID denies the remaining allegations
of Paragraph 44 of the Counterclaims.

45, MOSAID deniesthe allegations of Paragraph 45 of the Counterclaims,

46. MOSAID deniesthe allegations of Paragraph 46 of the Counterclaims,

47. MOSAID deniesthe allegations of Paragraph 47 of the Counterclaims,
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48. MOSAID admits that is has accused Infineon of infringing, inter alia, the ‘919
patent by manufacturing and/or selling certain DDR SDRAMS, but denies that its infringement
alegations regarding the ‘919 patent are limited to DDR SDRAMSs. Except as so admitted,
MOSAID denies the remaining allegations of Paragraph 48 of the Counterclaims.

49, MOSAID denies the allegations of Paragraph 49 of the Counterclaims.

COUNT 111
(Promissory Estoppel)

50. MOSAID responds to Paragraph 50 of the Counterclaims by incorporating by
reference its responses to Paragraphs 1 through 32 above.

51. MOSAID deniesthe allegations of Paragraph 51 of the Counterclaims,

52. MOSAID deniesthe allegations of Paragraph 52 of the Counterclaims,

53. MOSAID deniesthe allegations of Paragraph 53 of the Counterclaims,

54, MOSAID deniesthe allegations of Paragraph 54 of the Counterclaims,

55. MOSAID deniesthe allegations of Paragraph 55 of the Counterclaims,

COUNT 1V
(Declaratory Judgment Action for Declaration of Noninfringement, Invalidity, and
Unenfor ceability of U.S. Reissued Patent No. 37,641)

56. MOSAID responds to Paragraph 56 of the Counterclaims by incorporating by
reference its responses to Paragraphs 1-5 above.

57. MOSAID admits the allegations of Paragraph 57 of the Counterclaims.

58. MOSAID deniesthe allegations of Paragraph 58 of the Counterclaims,

59. MOSAID deniesthe allegations of Paragraph 59 of the Counterclaims,

60. MOSAID deniesthat an actual case or controversy exists between Infineon and
MOSAID regarding unenforceability and, on that basis, denies the allegations of Paragraph 60 of

the Counterclaims.
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61. MOSAID denies the allegations of Paragraph 61 of the Counterclaims.
COUNT V
(Declaratory Judgment Action for Declaration of Noninfringement, I nvalidity,
Unenfor ceability U.S. Patent No. 6,057,676)

62. MOSAID responds to Paragraph 62 of the Counterclaims by incorporating by
reference its responses to Paragraphs 1-5 above.

63. MOSAID admits the allegations of Paragraph 63 of the Counterclaims.

64. MOSAID denies the allegations of Paragraph 64 of the Counterclaims.

65. MOSAID denies the allegations of Paragraph 65 of the Counterclaims.

66. MOSAID deniesthat an actual case or controversy exists between Infineon and
MQOSAID concerning unenforceability and, on that basis, denies the allegations of Paragraph 66
of the Counterclaims.

67. MOSAID denies the allegations of Paragraph 67 of the Counterclaims.

DEMAND FOR JURY TRIAL

68. MOSAID requests atria by jury on all issues so triable.

INFINEON'SREQUEST FOR RELIEF ON ITSCOUNTERCLAIMS

MOSAID deniesthat Infineon is entitled to any relief whatsoever.
DEFENSES
69. Each Infineon Counterclaim fails to state a claim upon which relief can be
granted.

PRAYER FOR RELIEF

In addition to the relief requested by MOSAID in its Complaint for Patent Infringement,
MOSAID respectfully requests the following relief:

A. That Infineon take nothing by virtue of its Counterclaims;
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B. That the Court dismiss Infineon's Counterclaims with prejudice; and
C. That the Court award MOSAID its costs and attorneys' feesincurred in this

action.

Dated: June 29, 2005 Respectfully submitted,

/sl Michael E. Jones

Michael E. Jones

State Bar No. 10929400

Potter Minton, PC

110 N. College, 500 Plaza Tower
Tyler, Texas 75702

Telephone: 903-597-8311
Facsimile: 903-593-0846

Kenneth R. Adamo

State Bar No. 00846960
Jones Day

2727 North Harwood Street
Dallas, Texas 75201-1515
Telephone: 214-220-3939
Facsimile: 214-969-5100

ATTORNEYSFOR
MOSAID TECHNOLOGIES INC.

CERTIFICATE OF SERVICE

The undersigned hereby certifies that all counsel of record who are deemed to have
consented to electronic service are being served with a copy of this document via the Court’s
CM/ECF system per Local Rule CV-5(a)(3) on June 29, 2005. Any other counsel of record will
be served by facsimile transmission and first class mail.

/sl Michadl E. Jones
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